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The IP Federation was founded in 1920 as the Trade Marks, Patents and 
Designs Federation (TMPDF) in order to coordinate the views of industry and 
commerce in the United Kingdom, and to make representations to the ap-
propriate authorities on policy and practice in intellectual property (IP) 
matters.

Aims
The IP Federation’s aim is to bring about improvements in the protection afforded by intellectual 
property rights throughout the world, to the advantage of inventors, manufacturers and consumers 
alike. Today the Federation has forty-one IP-intensive members operating in a wide range of sectors 
and product groups, among which are many of the largest companies in the UK, as well as smaller 
companies. [For a list of full members see back cover.]

Most if not all industrial and commercial firms use or are affected by intellectual property rights, even 
if they are not particularly concerned with innovation protected by patents and designs. Nearly all 
firms own trade marks and copyright material. All are affected by competition law and the rights of 
others. The work of the Federation is therefore of value to everyone. While many firms leave day to 
day matters concerning the acquisition, defence and enforcement of rights to professional attorneys, 
it is still important to take a direct interest in the policy background, to ensure that proper rights are 
available, can be secured in a straightforward and efficient way and can be litigated without un-
necessary complexity and expense.

Activities
The IP Federation initiates proposals and follows all developments at national, European and inter-
national levels across all fields of intellectual property. The Federation has a close relationship with 
the Confederation of British Industry (CBI) and provides professional input on intellectual property 
matters to the CBI, as well as representing it in certain meetings of BUSINESSEUROPE, the Confed-
eration of European Business, concerning intellectual property. The IP Federation is also an invited 
observer at diplomatic conferences and meetings of standing committees of the World Intellectual 
Property Organisation (WIPO).

Contacts
The IP Federation maintains good contacts with the UK Intellectual Property Office (IPO), and mem-
bers of its council and committees participate in several focus groups and practice working groups 
which provide expert opinion to the UK Government and its agencies on intellectual property mat-
ters. It also has good contacts with the European Patent Office (EPO) and is represented on bodies 
which advise the EPO.

It is represented on the Intellectual Property Court Users’ Committee (IPCUC), the UK user commit-
tee of the Patents Court, and is on the IPO’s list of consultees in relation to references to the Court 
of Justice of the European Union (CJEU).

The IP Federation also maintains contacts with parliamentarians both in Westminster and in the Euro-
pean Parliament. In the UK, it has close contacts with the Chartered Institute of Patent Attorneys 
(CIPA), the Institute of Trade Mark Attorneys (ITMA) and the Intellectual Property Institute (IPI); it is 
a member of IPAN (the IP Awareness Network). Internationally, the IP Federation exchanges views 
and maintains good contacts with similar IP user organisations in other countries.

Membership
The IP Federation has a council, which agrees Federation policy, a governance committee, and a 
number of technical committees, to which detailed consideration of issues may be delegated. Most 
members pay a fee that entitles them to a seat on council, as well as any or all of the committees. 
Some members pay a lower fee that allows them to join any or all of the committees. All members 
may vote at the AGM at which (inter alia) the president of the Federation, any vice-presidents, and 
the governance committee are elected. If you would like to join the Federation, please contact the 
Secretariat at the address which follows.
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PRESIDENT’S INTRODUCTION 
It is with great pleasure that I am able to introduce the December 2014 edition of Trends 
and Events, the annual journal of the IP Federation. The contributions you will read are 
prepared by member representatives of our Federation who put in an inordinate amount of 
time and effort in support of the Federation and its aims. The IP Federation can, however, 
only run smoothly through the diligence and hard work of our Secretariat of two (David 
England and Gilly Webb).  

Intellectual Property (IP) is the lifeblood of innovative business. There continues to be a 
growing realisation of the importance and value of IP on the global stage. Unsurprisingly, it 
continues to be an extraordinarily busy and interesting time for us in the dynamic world of 
business IP.  

In the UK, the Intellectual Property Bill 2013–2014 became the Intellectual Property Act 
2014, and we are pleased that the enormous lobbying efforts put in by IP Federation mem-
bers was not only acknowledged as being of great value to the debate, but also led directly 
to a significant improvement of the wording of the law. 

The issue of EU Patent Reform and the Unified Patent Court (UPC) continued to be a lively 
area for lobbying through 2014, and the issues of obtaining clarification and seeking ways 
for our members’ knowledgeable voices to be heard, were at the forefront of many IP 
Federation Council discussions. We were invited to, and spoke at, the Trier hearing on the 
Rules of Procedure, and we have continued to voice our concerns both to those in the UK 
IPO charged with bringing the UPC and the Unitary Patent into being, as well as those 
working with the Preparatory Committees and with the Rules of Procedure. 

The EU Commission in 2014 has also moved forward with a Trade Secrets Directive and with 
starting off a consultation into Patents and Standards. The IP Federation took its lobbying 
on Trade Secrets to Brussels to meet with the Commission in what has become an annual 
visit, providing an opportunity for an informed exchange of views, welcomed by both sides. 
During the 2014 visit, we also took the opportunity to meet with some of the new MEPs, and 
we will aim to develop a useful dialogue with those in Brussels, whether in the Commission 
or in Parliament, on the increasing number of EU-wide IPR initiatives. 

In the wider sphere, and with a longer timeframe in mind, we continue to support the 
package of harmonisation proposals under evaluation by the Tegernsee group, and by other 
international bodies, but will continue to resist attempts to split up this proposed package 
to put forward individual proposals on a piecemeal basis.  

Looking ahead, I expect 2015 to be an interesting year for IP Policy in the UK, with a 
General Election bringing the uncertainty of whether there will be continuation, or a 
change, of legislative direction. We will also come closer to seeing whether the Unified 
Patent Court and the Unitary Patent will actually become reality and what forms they will 
take, but much more importantly what costs will be set for industry to meet. Whatever 
comes to pass, the IP Federation will continue to bring a practical, commercial viewpoint to 
bear that is balanced and reasonable and representative of the needs of industry, whether 
large or small.  

Finally, I would like to thank the following contributors to this edition for giving up their 
valuable time to pass on their expertise: 

• Ruth Barcock 
• David England 
• Bobby Mukherjee 

• Scott Roberts 
• Tony Rollins 
• Gill Smith 

and also our Solicitor Associates: 

• Mark Ridgway of Allen & Overy 
• Alan Johnson of Bristows 

• Kate Swaine, Alice Stagg and Rebecca 
Ward of Wragge Lawrence Graham 

Carol Arnold, IP Federation President, 31 December 2014 
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IP FEDERATION 

The Federation’s activities 
 
One of the IP Federation’s chief lobbying 
tools is its policy papers. These are all 
available on the website at: 

http://www.ipfederation.com 

The policy papers on the website 
represent the views of the innovative and 
influential companies which are members 
of the Federation. Members are consulted 
on their views and opinions and en-
couraged to debate and explore issues of 
practice and policy. Only after consensus 
is achieved are external bodies informed 
of the collective views of industry via the 
Federation. 

The policy papers are also submitted to 
the relevant third party consultative 
bodies, e.g. the Standing Advisory Com-
mittee before the European Patent Office 
(SACEPO), and the Patent Practice Work-
ing Group (PPWG), at the: 

• European Patent Office (EPO) 
• Office of Harmonization for the Inter-

nal Market (OHIM) 
• World Intellectual Property Organiza-

tion (WIPO) and 
• UK Intellectual Property Office (IPO) 

as well as, in appropriate cases: 

• BUSINESSEUROPE 
• the European Commission 
• ministers and 
• judges. 

Policy papers 2014 
Policy papers submitted in 2014 are as 
follows: 

PP 1/14 Intellectual Property Bill 2013–
14: criminal sanctions for Unregistered 
Design Rights 
IP Federation position on the potential 
introduction of criminal sanctions for Un-
registered Design Rights (UDRs) 

PP 2/14 IP Federation comments on the 
proposed EU trade secrets directive 
IP Federation comments on the proposed 
EU trade secrets directive 

PP 3/14 Response to consultation on 

simplifying and modernising the exam-
ination system for qualifying as a patent 
attorney 
IP Federation response to IPReg consulta-
tion on simplifying and modernising the 
examination system for qualifying as a 
patent attorney 

PP 4/14 IP Federation comments on the 
compromise text for the EU trade 
secrets directive 
IP Federation comments on the com-
promise text for the proposed EU trade 
secrets directive 

PP 5/14 IPReg Competency Frameworks 
– Patents and Trade Marks 
IP Federation comments on the IPReg 
draft Competency Frameworks for 
patents and trade marks 

PP 6/14 Substantive Patent Law Har-
monisation [SPLH] 
Plea for continued efforts to find common 
ground for international agreement on a 
number of substantive aspects of patent 
law, including the prior art to be consid-
ered in relation to novelty, the principle 
that the patent on a given invention 
should be awarded to the first inventor to 
file and a grace period 

PP 7/14 IP Federation comments on 
other appropriate qualifications under 
Article 48(2) UPCA 
Unified Patent Court Agreement: IP Fed-
eration response to the consultation on 
the proposals by the Legal Working Group 
of the Preparatory Committee on the 
draft European Patent Litigation Certifi-
cate (EPLC) closing on 25 July 2014 

PP 8/14 IP Federation note to the UPC 
Preparatory Committee  
IP Federation note to the Preparatory 
Committee on the Draft Rules of Pro-
cedure of the Unified Patent Court on: 

• Rule 14 – language 
• Rules 37 and 118 – bifurcation and 

grant of injunctions 
• Rules 19, 336 and 340 – general case 

management / joinder of actions 
• Rules 101 and 113 – timings 
• Rule 220.2 – procedural appeals 

http://www.ipfederation.com/
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PP 9/14 IP Federation submissions on 
draft UPC legislation 
IP Federation response to the IPO's Tech-
nical Review and Call for Evidence on 
draft secondary legislation implementing 
the Unified Patent Court Agreement 
(UPCA) closing on 2 September 2014 

PP 10/14 UK Government consultation 
on timing of repeal of section 52 of the 
Copyright, Designs and Patents Act 
Response to UK consultation on timing of 
repeal of section 52 of the Copyright, 
Designs and Patents Act (CDPA) 

PP 11/14 Proposal to amend the mark-
ing provisions for registered designs 
Proposal to amend the marking provisions 
for registered designs to provide for the 
marking of products with a relevant 
internet link (virtual marking) 

PP 12/14 Unified Patent Court IT system 
and confidentiality issues  
Concerns amongst IP Federation members 
regarding the broad issue of information 
security within the Unified Patent Court 
(UPC) system 

The Federation’s campaigns 
An important point to understand is that 
in general IP lobbying and influencing is a 
long term activity – especially as we do 
not tend to get involved in short-term 
single issue items of a sectoral nature. 
However, some of the more specific 
campaigns in which the Federation has 
lobbied and enjoyed various key suc-
cesses in 2014 are set out below. These 
are all cases of success or partial success 
in which the Federation had a role. 

1. With techUK and others, the IP 
Federation campaigned successfully 
for the adoption of new secondary 
legislation into the UK in respect of 
introducing a narrow private copying 
exception.  

2. The IP Federation’s valuable input 
was publicly recognised by the 
Government IP Minister and other key 
stakeholders during the Parliamentary 
debate stages of the UK IP Bill 2013–
2014, which passed into law in 2014. 
We publicly supported the need for IP 
reform (as proposed by the UK 
Government), and we welcomed the 
introduction of virtual marking 
provisions into law, as applied to 

patents. We managed to maintain the 
fundamental principle of reciprocity 
in respect of the unregistered design 
right qualification (UDR) criteria in 
the 2014 Act, and we stopped the 
possible proposal to extend criminal 
sanctions to UDR infringements. As a 
result of our sustained campaigning 
during the passage of the UK IP Bill 
2013–2014, appropriate safeguards 
were further introduced into the Act 
in respect of the criminal sanctions 
provisions, as applied to registered 
design infringements. 

3. We have lobbied successfully for im-
provements in the latest draft Unified 
Patent Court rules of procedure (17th 
version), including specific improve-
ments to the rules relating to rep-
resentation and privilege, bifurcation 
and grant of injunctions, procedural 
appeals, evidence, and general case 
management. In this regard, the IP 
Federation have raised various issues 
vital to UK industry at the Trier pub-
lic oral hearing (26 November 2014) 
on the UPC draft rules of procedure. 

4. We have strongly supported the pro-
posed European Commission initiative 
to improve protection for trade 
secrets in Europe, by introducing a 
directive that would require all EU 
member states to meet a minimum 
standard for protection of trade 
secrets. We have engaged success-
fully with key stakeholders in Europe 
to support the general thrust of the 
proposed Directive and to help secure 
further specific improvements to the 
proposed Directive, in the interests of 
Industry.  

5. We have had real impact in advoc-
ating the value of the collaborative 
search and examination proposal by 
the world’s five major Intellectual 
Property Offices, with the relatively 
recent positive development of Japan 
adding its support to this proposal. 

6. Last year, we urged the UK Govern-
ment to intervene in Court of Justice 
case C-364/13 (International Stem 
Cell Corporation) and to argue that 
cells capable of commencing the 
process of development of a human 
being but which do not have the 
capacity to develop into a human 
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being should not be considered as 
included in the term “human em-
bryos”. The Government duly inter-
vened, and in December 2014 a 
judgment was issued along the lines 
that the Federation argued. 

7. The IP Federation applied this year to 
be added to the list of accredited 
non-governmental organisations be-
fore WIPO. Our application proved to 
be successful. The decision to grant 
permanent observer status to the IP 
Federation in this regard was taken 
by the Assemblies of the WIPO Mem-
ber States at their annual session in 
September / October 2014. 

Work in progress 
Work in progress includes the following 
campaigns: 

a) for improved patent search quality, in 
the interests both of patentees and 
potential infringers of patents; 

b) for the retention of an iterative 
examination process at the EPO; 

c) for the UK to remain involved in the 
process for establishing the unitary 
patent package in the European 
Union; 

d) for the draft Rules of Procedure of 
the Unified Patent Court (UPC) to be 
adopted, subject to certain amend-
ments;  

e) for harmonisation of substantive 
patent law and renewed efforts to 
find common ground for international 
agreement on a number of aspects;  

f) for resistance to widespread imposi-
tion of criminal penalties in IP cases, 
particularly in the field of infringe-
ment of registered and unregistered 
designs;  

g) for retention of the present recipro-
city provisions on the unregistered 
design right (UDR) in the Copyright, 
Designs and Patents Act 1988, which 
offer UK manufacturers protection 
from unfair competition, encourage 
reciprocity and support UK inno-
vation;  

h) for the marking provisions for regis-

tered designs in the UK to amend to 
provide for the marking of products 
with a relevant internet link (virtual 
marking), as is the case with patents 
under the Intellectual Property Act 
2014;  

i) for the adoption of the proposed EU 
trade secrets Directive, as long as the 
draft is improved in certain areas; 
and 

j) for an improved process for filing ob-
servations at the Court of Justice of 
the European Union (CJEU), to allow 
UK organisations to participate fully. 

See also the Activities tab on the IP 
Federation website for the latest news. 

Benefits of being in the Federation 
As set out on the Federation’s website, 
membership benefits include: 

• Authoritative representation at 
national and international level  

• Access to legislators and officials  

• A non-sectoral forum to exchange 
ideas and opinions on key intellectual 
property issues as they relate to IP  

• Excellent networking and learning op-
portunities, for new and established 
IP attorneys  

• Advance notice of forthcoming legis-
lative proposals and practice changes  

• Regular alerting service, newsletters 
and policy papers. 

Social networking 
As well as having its own website, the 
Federation has a web presence through 
social networking sites, with a page on 
Facebook, a profile on LinkedIn and most 
recently a Twitter feed – @ipfederation. 
Over the last year, we have doubled the 
number of people who follow us on Twit-
ter and now have well over two hundred 
followers, including some notable figures 
in the IP world, and this is the easiest 
way to be notified of any new policy 
papers and other news items on our 
website. 

David England, 22 December 2014 

http://www.ipfederation.com/more_activities.php
http://www.ipfederation.com/join_us.php
http://www.facebook.com/pages/IP-Federation/114656931919582
http://www.linkedin.com/companies/ip-federation
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COMPETITION 

Progress on the EU Trade Secrets Directive 
 
Introduction 
2014 has seen significant progress in re-
lation to the EU’s legislative efforts on 
trade secrets. Since the December 2013 
edition of Trends and Events went to 
press, we have seen: (i) the publication 
of the Commission’s initial proposal for 
legislation;1 (ii) negotiations within the 
Council of the European Union resulting 
in an agreed compromise text for the 
Directive;2 and (iii) early exchanges of 
views and draft opinions within the 
European Parliament.3 

However, much remains to be done as the 
proposed Directive continues its progress 
through the European Parliament. In 
particular, the potential impact of the 
Directive on labour law has prompted 
heated debate within the parliamentary 
committees. As such, there is a signifi-
cant risk that, through the influence of 
European parliamentary groupings, the 
final Directive will be less desirable than 
businesses originally hoped. Whilst the IP 
Federation was very successful in en-
suring that its views were taken on board 
within the EU Council discussions, it 
remains to be seen whether business’s 
concerns will carry the same weight in 
future. 

The Commission’s original proposal 
As for the substance of the proposed 
Directive, when it was originally pub-
lished by the Commission in late 
November 2013, it was met with general 
approval by business, including by the IP 
Federation. Key points from the proposal 
can be summarised as follows:  

• Consistent with the IP Federation’s 
position (although going against the 
majority of responses to the Commis-
sion’s consultation), the Commission 

                                            
1 COM (2013) 813 final (see:http://eur-
lex.europa.eu/LexUriServ/LexUriServ.do?uri=C
OM:2013:0813:FIN:EN:PDF) 
2 See: http://register.consilium.europa.eu/doc/ 
srv?l=EN&f=ST%209870%202014%20INIT 
3 Exchanges of views took place within the 
JURI committee on 13 October and 10 
November 2014. Draft reports from ITRE and 
IMCO committees are available on the relevant 
committees’ web pages.  

proposed legislation in the form of a 
Directive. 

• The foundation of the proposal was a 
“common definition of trade 
secrets”4 (something the Commission 
felt had previously been lacking, in-
cluding in the UK). This tracked word-
ing from Article 39 of TRIPs and 
potentially covered a broad range of 
confidential information, consistent 
with that which is protected under 
English law. 

• A further important definition was 
that of “infringing goods”,5 which 
covered those goods “whose design, 
quality, manufacturing process or 
marketing significantly benefits from 
trade secrets unlawfully acquired, 
used or disclosed”. This potentially 
allowed upstream trade secret misuse 
to attach to the goods themselves, 
making it possible to take action to, 
for example, prevent the importation 
of such goods into the EU (a strength-
ening of the current position). 

• In terms of what would constitute an 
unlawful act in relation to a trade 
secret, the Directive dealt with this 
by reference to acts of “unlawful 
acquisition”6 and, separately, acts in-
volving “unlawful use or disclosure”7. 

• The provisions on “unlawful ac-
quisition” were largely aimed at 
espionage-type activities. For ex-
ample, the draft specified that 
acquisition by “unauthorised access 
to or copying of documents”, 

                                            
4 In Article 2(1). The definition specifies that 
information will be a “trade secret” if it: “(a) is 
secret in the sense that it is not, as a body or in 
the precise configuration and assembly of its 
components, generally known among or readily 
accessible to persons within the circles that 
normally deal with the kind of information in 
question; (b) has commercial value because it 
is secret; [AND] (c) has been subject to 
reasonable steps under the circumstances, by 
the person lawfully in control of the information, 
to keep it secret.” 
5 In Article 2(4). 
6 In Article 3(2). 
7 In Articles 3(3)–3(5). 

http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=COM:2013:0813:FIN:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=COM:2013:0813:FIN:EN:PDF
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=COM:2013:0813:FIN:EN:PDF
http://register.consilium.europa.eu/doc/srv?l=EN&f=ST%209870%202014%20INIT
http://register.consilium.europa.eu/doc/srv?l=EN&f=ST%209870%202014%20INIT
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“theft”, “bribery” or “deception” 
was unlawful. However, more gener-
ally, it was also specified that it 
would be unlawful to acquire trade 
secrets by “breach or inducement to 
breach a confidentiality agreement 
or any other duty to maintain 
secrecy” or “any other conduct 
which, under the circumstances, is 
considered contrary to honest 
commercial practices”.  

• The provisions on “unlawful use and 
disclosure”, meanwhile, covered acts 
that would breach confidentiality 
agreements or other obligations to 
maintain secrecy. In addition, they 
covered circumstances where “… at 
the time of use or disclosure, [the 
person] knew or should, under the 
circumstances, have known that the 
trade secret was obtained from 
another person who was using or 
disclosing the trade secret unlawfully 
…”. Downstream users of confidential 
information were therefore poten-
tially caught. Further, there was a 
provision in relation to the “conscious 
and deliberate production, offering 
or placing on the market of infringing 
goods, or import, export or storage 
of infringing goods for those 
purposes”.  

• In relation to remedies, the proposal 
effectively provided a scaled down 
version of the IP Enforcement Direct-
ive.8 It allowed for interim and final 
remedies, including injunctions 
against use and disclosure of trade 
secrets, as well as against the 
production, offering for sale, use, 
import and export of infringing goods. 
Precautionary seizures of suspected 
infringing goods were also catered 
for. The proposal sought to plug 
various gaps in national court pro-
cedures, regarding the protection of 
confidentiality during proceedings 
(the Commission had identified this 
as an obstacle to effective enforce-
ment).9 However, some tools were 
notably absent, such as pre-action 
disclosure, search orders, ex parte 

                                            
8 Most Member States taking the view, as the 
Commission clearly does, that the IP 
Enforcement Directive does not apply to trade 
secrets.  
9 In Article 8.  

proceedings and “loser pays” pro-
visions (despite being included in the 
IP Enforcement Directive and in some 
national laws).  

• In keeping with the Enforcement 
Directive, there was also an emphasis 
on the need for remedies to be 
effective and dissuasive, yet also pro-
portionate.10 In this regard, judicial 
authorities were given a series of fac-
tors to take into account when de-
ciding on interim or final remedies.11 
Further, there were specific safe-
guards against abusive litigation, with 
sanctions against claims that were 
“manifestly unfounded…in bad faith 
with the purpose of unfairly delaying 
or restricting the respondent’s access 
to the market or otherwise intimid-
ating or harassing the respondent”.12 
The proposal also specified numerous 
ways by which trade secrets could be 
acquired lawfully (e.g. reverse engin-
eering, independent discovery), as 
well as circumstances in which they 
could be lawfully used (e.g. whistle-
blowing, legitimate free speech 
etc.).13 

• Finally, there was also a new 
limitation period for bringing claims 
of “not more than two years after 
the date on which the applicant 
became aware, or had reason to be-
come aware, of the last fact giving 
rise to the action”.14 

The proposed Directive did not, however, 
deal with jurisdictional issues, meaning 
that the Brussels Regulation will continue 
to apply to civil claims for breach of 
confidence. In this regard, the proposal 
did not stray into the territory of the 
criminal law, which was welcome news 
(the IP Federation had counselled against 

                                            
10 In Articles 5(2) and 6(1). 
11 In Articles 10(2) and 12(1). The factors 
include the value of the trade secret; the 
measures taken to protect the trade secret; the 
conduct of the respondent; the impact of the 
unlawful use/disclosure; the legitimate interests 
of the parties and the impact of granting or 
rejecting the measures; the legitimate interests 
of third parties; and the public interest and the 
safeguarding of fundamental rights, including 
freedom of information and expression. 
12 In Article 6(2). 
13 In Article 4. 
14 In Article 7. 
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this in our response to the Commission’s 
consultation). 

Discussions at the EU Council 
Overall, the IP Federation and its mem-
bers were happy with the approach 
taken, although we proposed a number of 
points of refinement in policy paper 
PP02/14. Indeed, many of the points we 
raised were successfully incorporated in 
the text of the compromise proposal ar-
rived at by the EU Council. In particular: 

• We argued that the Directive should 
only seek to provide minimum stan-
dards of protection, thereby allowing 
Member States to continue to provide 
higher levels of protection. This was 
duly catered for in an express amend-
ment to Article 1 of the draft. 

• We urged clarification of recital 8 to 
ensure that it remained consistent 
with the definition of “trade secret” 
in TRIPs, ensuring that trade secret 
protection was not unintentionally 
undermined in relation to employees. 
The recital was subsequently 
amended.  

• We argued that the requirement for 
acts of acquisition, use or disclosure 
of trade secrets to be carried out “in-
tentionally or with gross negligence” 
in order for them to be unlawful was 
unnecessary and confusing, given that 
intent is not necessary under English 
law and “gross negligence” is a 
problematic concept. This require-
ment was subsequently removed. 

• We argued that the provisions in Ar-
ticle 3(2) requiring “theft”, “decep-
tion” etc. were unclear and/or un-
duly complicated in several respects. 
These provisions were then dropped 
in favour of more general wording. 

• We argued that the 2 year limitation 
period in Article 7 was too short and 
would cause unnecessary litigation. 
This was subsequently amended to 6 
years. 

• We supported the argument that 
Article 8 (relating to the protection of 
confidentiality during court proceed-
ings) should be retained, despite 
opposition from elsewhere in Europe. 

Unfortunately, our suggestion that the 
legislative process should not be rushed 
was ignored. Accordingly, an ambitious 
timetable was pursued, with an agreed 
Council compromise text being published 
in late May 2014. This was then picked up 
by the European Parliament in October 
2014, following the parliamentary 
elections. 

Present position and future timeline 
Within the European Parliament, the JURI 
(Legal Affairs)) Committee is responsible 
for reviewing and reporting on the pro-
posed Directive, working from the 
original Commission draft. At the time of 
writing, two exchanges of views have 
taken place within JURI and draft 
opinions have also been produced by the 
ITRE (Industry, Research and Energy) and 
IMCO (Internal Market and Consumer 
Protection) committees. 

A hearing is also due to take place on 20 
January 2015, at which other views will 
no doubt be presented. However, it is 
already clear that interested parties, 
particularly those with socialist leanings, 
have been lobbying hard against various 
provisions of the Directive. This is re-
flected in particular in the draft report 
from ITRE, which tables no fewer than 49 
separate amendments to the Directive 
(which consists of only 19 Articles in the 
first place). Many of these are dangerous 
from the point of view of business, since 
they could serve to undermine the 
protection of trade secrets in Europe.  

The IP Federation has therefore been 
actively engaging with MEPs working on 
the Directive, to seek to persuade them 
of the dangers inherent in some of the 
amendments. The two main concerns 
raised, and the IP Federation’s position 
on them, can be summarised as follows:  

1. The definition of trade secret: The 
concern has been raised that the 
definition of “trade secret” is too 
broad and that this will lead to 
abusive litigation against SMEs and/or 
employees. There have accordingly 
been calls to narrow the scope of this 
definition. The IP Federation strongly 
resists this as we believe a broad 
definition is necessary for compliance 
with TRIPs and in order to protect the 
full range of information that is 
valuable to business. Further, we 
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believe the risk of abusive litigation is 
greatly overstated, since the Direct-
ive already contains ample safeguards 
to prevent this. 

2. Labour mobility: Concerns have also 
been raised that the Directive will 
impact on the free movement of 
labour, where varying rules already 
exist under the national laws of the 
Member States. However, we believe 
this concern can be dealt with by a 
simple, clear statement to the effect 
that the Directive shall not affect 
national law relating to the right for 
employees to use information that 
they have learnt from their former 
employers. We make this suggestion 
because we believe the area of 
labour mobility is too controversial to 
legislate for at this stage, with a 
serious risk of making things worse. 
We also note that a majority of the 

respondents to the Commission’s con-
sultation did not want EU legislation 
that provided uniform contractual 
rules for employees on non-compete 
and non-disclosure clauses (which is 
essentially what is at issue here).  

A myriad of other concerns has also been 
raised. However, at this stage, our focus 
is on the major issues, where the damage 
to the Directive could be greatest. At the 
time of writing, the IP Federation is 
producing a position paper to present to 
the Rapporteur for the Directive 
summarising our views on these points. 
We hope that these will be taken on 
board in her draft report to the JURI 
committee in February, although we have 
warned that item 2 above will require 
some compromise within the European 
Parliament. Our efforts will continue. 

Mark Ridgway, 31 December 2014 

DESIGNS 

The Intellectual Property Act 2014 
 
Following a huge amount of debate and 
controversy, the Intellectual Property Bill 
2013–14 finally received Royal Assent on 
14 May 2014. The majority of the 
provisions of the new Act came into force 
on 1 October 2014, including the ones 
which make the most difference to those 
of us practising in the field of IP. They 
are, inevitably, the introduction of new 
criminal sanctions for certain types of in-
fringement of registered designs and the 
definition of those qualifying for UK un-
registered design right. The IP Federation 
was heavily involved in lobbying activities 
which led to satisfactory amendments be-
ing made to the wording of the relevant 
provisions being considered by the House 
of Commons during January and March. 

Clause 3 – Qualification for UDR 
The IP Federation successfully opposed 
changes to the Qualification provisions 
for Unregistered Design Right (UDR). 

Clause 3 of the IP Bill 2013–14 sought to 
change the definition of “qualifying per-
son”, extending qualification for UDR to a 
much broader body of foreign claimant, 
whilst also liberalising the “first market-
ing” qualification route.  

The IP Federation identified that these 
proposed amendments would not only ex-
tend UDR protection to companies pre-
viously excluded from protection, for the 
good policy reason that the national law 
of their own countries of registration did 
not offer comparable rights to UK com-
panies, but would also strategically dis-
advantage UK manufacturing companies. 

The IP Federation successfully lobbied to 
ensure that amendments were introduced 
into Section 3 of the Intellectual Property 
Act 2014 to protect the beneficial system 
of reciprocity and ensure that British 
businesses were not disadvantaged. 

Clause 13 – Criminal Sanctions 
In the face of huge pressure from ACID 
(Anti Copying in Design), it proved im-
possible for the IP Federation to persuade 
Parliament that it would be wrong to 
introduce criminal sanctions for infringe-
ment of registered designs. However, we 
were successful in three important 
respects relating to Clause 13. 

Firstly, with the support of the IP judges 
and other leading IP professionals, we 
were able to secure agreement from Par-
liament that the wording of the statute 
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should state expressly that the sanctions 
should apply only to those who deliber-
ately or intentionally infringed the regis-
tered design in question. On that basis, 
the word “intentionally” was inserted as 
a qualifier to the term “copy” so as to ex-
clude unintentional or inadvertent copy-
ing from criminal liability. The hurdle to 
be cleared for establishing criminal lia-
bility is therefore set high – as we believe 
it should be. 

Secondly, in order to further protect 
legitimate businesses, the IP Federation 
championed an amendment which en-
sures that designs which are not essen-
tially identical to a registered design can-
not give rise to criminal sanctions. In-
stead of wording which captures designs 
which are “substantially” the same as the 
registered design, the Act specifies that 
only designs which are the same as, or 
“differ only in immaterial detail” from, 
the design can give rise to the sanction.  

Thirdly, ACID lobbied very hard to have 
criminal liability extended to UDRs as 
well as registered designs. The IP Federa-
tion produced papers and attended meet-
ings with MPs and IPO officials to explain 
in detail why and how this would be 

detrimental to UK businesses. As a result, 
formal proposals to introduce criminal 
sanctions for infringement of UDRs were 
rejected. However, we are aware that 
ACID remain determined to press for the 
introduction of criminal sanctions for 
UDRs, a position the IP Federation will 
continue to oppose.  

The IP Federation welcomes the vast 
majority of the provisions of the IP Act. 
Many of the new provisions offer signifi-
cant improvements to our laws and ways 
of working. If there is one disappoint-
ment, it is that the provisions allowing 
the marking of products with patent num-
bers on a website do not extend to the 
marking of products with registered 
design numbers in the same way. We 
believe wholeheartedly that this was a 
simple oversight which nobody spotted – 
not even the IP Federation! – until the op-
portunity to correct it had passed. We in-
tend to press gently for corrective 
measures to be taken as soon as prac-
tically possible to allow products to be 
marked with registered design numbers 
on a website. 

Gill Smith and Ruth Barcock, 4 November 
2014 

PATENTS 

Should it be graced? 
A review of the current Patent Harmonisation Initiatives 

 
We are in a unique position where there 
are several patent harmonisation initia-
tives being pursued by the larger Patent 
Offices. There is an active industry parti-
cipation in these activities and it is to be 
hoped that major changes that are bene-
ficial to the users and the Offices result. 

The Industry Trilateral (representatives 
from BUSINESSEUROPE, the Japan Intel-
lectual Property Association (JIPA), the 
Intellectual Property Owners Association 
(IPO) and the American Intellectual 
Property Law Association (AIPLA)) have 
been meeting with the Trilateral Offices 
for over ten years in attempts to 
harmonise procedures to the joint benefit 
of the Offices and users. Two notable 
successes originating from ideas proposed 
by the Industry Trilateral are the 

Common Application Format and the 
Common Citation Document. 

Since 2008 the IP5 Offices (the EPO, JPO, 
KIPO, SIPO and USPTO) have been work-
ing progressively more closely together so 
that they have now subsumed most of the 
Industry Trilateral projects (including 
CAF, CCD and work on patent quality) and 
in addition have set up a classification 
working group (WG1), the Global Dossier 
and patent information working group 
(WG2), the work sharing and quality 
working group (WG3) and a Patent Har-
monisation Expert Panel (PHEP) looking at 
potential procedural harmonisation top-
ics. All three of the working groups and 
the PHEP should lead to major harmonisa-
tion advances to the benefits of users as 
well as the IP5 Offices themselves. 
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The Classification Working Group 
WG1 is concerned with harmonising the 
classification systems of the Offices by 
expanding on the Cooperative Patent 
Classification System initiated between 
the USPTO and the EPO in 2010 by bring-
ing in the other IP5 members as much as 
possible and revising the International 
Patent Classification where the classifica-
tion schemes match. 

Global Dossier 
The Global Dossier project is a joint IP5 
project with industry. The first joint 
taskforce meeting was held at the EPO in 
The Hague in January 2013. At the end of 
this meeting the industry representatives 
agreed that the Global Dossier taskforce 
should work towards a set of business 
services including an integrated online 
web portal / interface allowing users to 
access all available information about 
patents / applications in the offices; con-
fidential information is to be limited to 
authorised persons. In addition, it was 
agreed that the Global Dossier should 
enable communication and collaboration 
between applicants and examiners and 
between examiners in different offices 
facilitating increased quality, harmonisa-
tion of office procedures, work sharing 
and acceleration of examination.  

In relation to the passive (dossier inform-
ation) component of the Global Dossier 
service, information is now available on 
the European Patent Register of Chinese 
equivalents of European Patent Applica-
tions. Access is also possible through the 
Register to the Chinese file wrapper (and 
a translation!) of that equivalent applica-
tion. Korean and Japanese data are 
hoped to be available during the first 
quarter of 2015 and US data in the second 
quarter. The other IP5 Offices will 
prepare their own versions of the Global 
Dossier. The next stage of the Global 
Dossier is the active phase which will be 
concerned with real time access to 
information held by the IP5 Offices and 
hopefully some standardisation of the 
forms required by the Offices and how 
these can be submitted electronically. 

Patent Harmonisation Expert Panel 
The three topics proposed by industry 
representatives for consideration by the 
PHEP are unity of invention (lead EPO & 
SIPO), citation of prior art (lead KIPO & 

USPTO) and written description / clarity / 
enablement / sufficiency requirements 
(lead JPO). Each group is preparing a 
comparative table / report and it is 
hoped that these can be analysed and 
proposals made at the IP5 Heads meeting 
in May 2015. 

Substantive Patent Law Harmonisation 
The Tegernsee process was an oppor-
tunity for the Trilateral Offices (and the 
UK, Danish, French and German Patent 
Offices) to look at more substantive mat-
ters of patent harmonisation, specifically 
grace periods, conflicting applications, 
prior user rights and the 18 month 
publication of all pending applications. 
Whilst there were significant differences 
in the preferred outcomes, depending on 
the nationality of the Office conducting 
the consultation, there was an overall 
desire for harmonisation and some flex-
ibility expressed on this. At a meeting the 
Industry Trilateral held with the Trilateral 
Offices in September 2013, it was sug-
gested by the Offices that harmonisation 
should be user driven and that a suitable 
forum for considering harmonisation fur-
ther was the WIPO B+ group of nations. 
John Alty of the UK IPO is the current 
chair of the B+ group and a subgroup has 
been set up to work on these issues under 
his leadership. In the meantime, Industry 
Trilateral representatives are in detailed 
discussions to see if differences in their 
laws can be reconciled and a proposal 
acceptable to all agreed upon.  

It is the view of the IP Federation, and 
probably the other industry federations 
across Europe, that agreement has to be 
reached on all four issues and not, for 
example, simply on a grace period.  

The IP Federation position paper 
(PP06/14) on the four issues is sum-
marised below. 

Grace period 
The Federation is in favour of introducing 
a grace period during which the dis-
closure of an invention by the inventor 
will not invalidate a subsequent patent 
application for the invention, provided 
that certain conditions15 are met, as 
                                            
15 In relation to the conditions, the position 
expressed does not represent the view of all 
members, but represents the view of the 
majority. 
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outlined below: 

1) The benefit of grace should only be 
given to the inventor’s own earlier 
disclosure. Information disclosed by a 
third party should not be graced 
relative to the inventor’s patent ap-
plication, except where the informa-
tion disclosed by the third party is a 
straightforward reproduction of all or 
part of the inventor’s disclosure. 

2) The grace period should be for twelve 
months before the priority date of 
the corresponding patent application.  

3) A declaration / statement should be 
made at the time of filing a cor-
responding patent application which 
should itemise the inventor’s own 
disclosures and any other known dis-
closures that should be graced. This 
declaration will be essential to inter-
ested third parties, patent examiners 
and the courts when assessing the 
scope and validity of the patent. 

4) The onus must be on the inventor / 
applicant to justify any claim for 
grace in respect of any prior 
disclosure. 

No rights from the graced disclosure 
A graced disclosure will be part of the 
prior art as regards patent applications of 
later date by third parties, but should not 
establish any right to prevent the use or 
development of products or processes by 
others. 

A patent application for the invention in 
the graced disclosure should not have any 
right over an application for an indepen-
dently made invention of earlier priority 
date, even where this date is within the 
grace period.  

Prior user rights 
In first to file systems, prior user rights 
are essential to safeguard the interests of 
those who have invented and made prep-
arations to manufacture or use a product 
or process, without applying for a patent 
on it. (Prior user rights should be man-
datory, not optional, and should permit 
the prior user to develop his/her product, 
process and/or manufacturing capacity.) 
Prior use might start within the grace 
period.  

Co-pending applications 
The Federation does not support double 
patenting, whether the two applications 
are from the same or different ap-
plicants. A simple novelty approach as 
between co-pending applications is the 
fair way to ensure there is no double 
patenting. 

Mandatory 18 month publication for 
unclassified applications 
The Federation considers that publication 
of applications at 18 months from their 
priority dates should be a very important 
feature of a harmonisation treaty. 18 
month publication ensures that “submar-
ine” applications do not remain unpub-
lished for several years following filing.  

Tony Rollins, 17 December 2014 

 

EU Patent Reform 
 
In 2014, as in 2013, the unitary patent 
and Unified Patent Court (UPC) dossier 
has been among the Federation’s highest 
priorities, following the long-awaited 
agreement between the European Par-
liament and Council in late 2012 which 
resulted in the unitary patent and lan-
guage Regulations being adopted in 
December 2012, and signature of the UPC 
Agreement on 19 February 2013. 

In 2013, the main focus of the Federa-
tion’s work was on the UPC Rules of 
Procedure, for example PP15/13 com-
menting upon the 15th draft. The 16th 

draft published in March 2014 accommo-
dated some, but not all of the Fed-
eration’s concerns. In response (despite 
closure of the formal consultation pro-
cess) the Federation submitted PP 8/14 
on 1 September 2014 to the Preparatory 
Committee dealing mainly with: 

• Rule 14 – language 

• Rules 37 and 118 – bifurcation and 
grant of injunctions 

• Rules 19, 336 and 340 – general case 
management / joinder of actions 
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• Rules 101 and 113 – timings 

• Rule 220.2 – procedural appeals. 

The Federation’s points on language, bi-
furcation and procedural appeals have all 
been accepted by the Rules Committee. 
Concerns remain, however, about the 
lack of any dispute management powers 
(including powers to transfer actions be-
tween divisions, or between branches of 
the central division) and timings (length 
of proceedings and length of oral hearings 
in important cases). The Federation was 
invited to the hearing on the Rules of 
Procedure in Trier on 26 November, and 
Bobby Mukherjee and Alan Johnson 
attended. They intervened on each of the 
five issues mentioned above, expressing 
support for those changes made to the 
17th draft which were in line with the 
Federation’s position (first second and 
fifth points above), and reiterating its 
position on the third and fourth points. 

In addition, the Federation responded to 
two consultations on the UPC during 
2014. 

The first was PP 7/14, submitted on 24 
July 2014 in response to the consultation 
on the proposals by the Legal Working 
Group of the Preparatory Committee on 
the draft European Patent Litigation Cer-
tificate (EPLC), closing on 25 July 2014. 

The second was PP 9/14 submitted on 2 
September 2014 in response to the IPO's 
Technical Review and Call for Evidence 
on draft secondary legislation implement-
ing the Unified Patent Court Agreement 
(UPCA) closing on 2 September 2014. 

A delegation from the Federation also 
met with the UK IPO (Sean Dennehey et 
al) to discuss concerns about the ambig-
uities of Article 83 UPCA (transitional 
provisions). This issue has arisen again in 
sharp focus as a point of critical im-
portance due to the inadequacies of the 
drafting of this key provision which deter-
mines the treatment of every single 
European patent in force when the 
system goes live. In short order, the key 
points are: 

• Will the opt-out be effective, or will 
the UPC retain non-exclusive com-
petence, including to revoke patents 
centrally? 

• If patents are not opted out, what 
will be the effect on the ability to 
enforce in the UPC “torpedo” actions 
brought nationally under Article 
83(1)? 

The Federation’s position is that these 
issues must be resolved, and that the first 
issue should be a “red-line” which should 
be clarified before the UK ratifies. 

The most striking development during the 
year when looked at overall, has been the 
slowing down of the timetable toward a 
start-date. When the UPCA was signed 
(February 2013), the Commission optim-
istically stated that the new system 
would be up and running in early 2014. 
The (then newly-formed) Preparatory 
Committee put back this date to early 
2015. Since then it has adjusted the date 
to not before the end of 2015. Recent 
pronouncements suggest an intention to 
have the system ready to start by April 
2016. 

One reason for the slower than hoped for 
progress is the IT system. Latest 
estimates are that it will be put out for 
tender in February 2015, and the contract 
placed in July 2015 with a view to the 
system being supplied ready for use by 1 
January 2016. It is widely believed, 
however, that this timetable is optim-
istic, and this is one of the reasons why 
late 2016 is generally regarded as the 
earliest likely date for the system to go 
live, and that 2017 may be more realistic. 

Another reason for uncertainty as to 
timing of the start date is the progress on 
ratification by the UK and Germany (both 
ratifications are mandatory for the 
system to start – the other mandatory 
country, France, ratified in March 2014). 
Early indications were that the UK would 
ratify (if not deposit its instrument of 
ratification) before the General Election 
in April 2015. However, this target has 
been put back, in large measure by the 
requirement to negotiate and agree a 
hosting agreement for the UPC. This, it is 
understood, will have to be a multilateral 
agreement rather than a bilateral one, 
and will add an uncertain amount of 
delay. Potentially more serious, however, 
is the position of Germany. It is under-
stood that Germany is unlikely to ratify 
until proper costings for the system are 
available. 
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Another source of delay is the EPO. 
Whilst proposals on fees for unitary pat-
ents were expected in May 2014, nothing 
has emerged, and rumours suggest that it 
may be at least June 2015 before any 
proposals are forthcoming. If so, this will 
cause enormous problems for companies 
attempting to set budgets including uni-
tary patent protection. Likewise, nothing 
has been said about the distribution key 
allocating fees among participating 
states. This, it may be recalled, was one 
of the two main stumbling blocks which 
caused the (then) Community Patent 
system to fail in 2004, despite political 
agreement under the so-called “Greek 
Compromise of March 2003. There is even 
a possibility, therefore, of history repeat-
ing itself. At best, this may take very 
many more months to resolve, and it is 
possible that June 2015 may be 
optimistic. 

Likewise, there is no news on Court fees, 
although there is more hope that some 
news may be forthcoming in early 2015. 
When opt-out fees will be announced and 
the order of magnitude these may be set 
at is not yet known. 

It had also been hoped 12 months ago 
that by now some news would be 
available about the identity of the body 
of UPC judges. Expressions of interest 
were received from 1300 candidates in 
November 2013. In September 2014, the 
candidates received notification of the 
Preparatory Committee’s view on their 
suitability, but there is no public list of 
those who received a positive indication, 
still less that a process for their 
appointment has begun. One very 
difficult issue (difficult constitutionally 
for some countries) is the question of 
part time legal judges who also continue 
in private practice. This issue needs to be 
resolved, but it is unclear how it can be. 

The training of judges is another issue 
about which the Federation has expressed 
concerns. It appears that at least a 
number of judges (perhaps about 25) will 
be required from countries which 
currently have little or no patent 
litigation, and these judges will be given 
training in basic patent law by ERA. The 
course offered is a relatively simple six 
day course. 

There is no news as yet about training of 

candidate judges in language skills. 

As we reported last year, there also 
remains one other major obstacle in the 
way of the whole dossier, which is what 
has become known as the “second 
Spanish challenge” (strictly two chal-
lenges – one to each of Regulations 
1257/2012 and 1260/ 2012). The thrust of 
the challenges is that the Commission has 
over-stepped its authority in delegating 
powers to the EPO (in breach of what is 
known as the Meroni principle) and that 
the Regulations lack legal basis. On this 
second point, it is notable that one 
argument espoused by the Commission as 
to why the infamous Articles 6-8 were 
required was indeed to give proper legal 
basis to the Regulations. With their 
deletion (at David Cameron’s insistence 
so as to avoid increased CJEU inter-
ference in patent law) the legal basis 
clearly became more shaky. The replace-
ment provisions were described in a 
meeting of the European Parliament’s 
Legal Affairs Committee which took place 
behind closed doors as “sub-sub-sub op-
timal”, but in public the position taken 
by all EU officials and politicians is that 
the legal basis is adequate. Hence the 
Commission’s position is that the second 
Spanish challenge will fail. Further, could 
it really be that the CJEU would strike 
down as unlawful a dossier which has 
taken 50 years to agree, whatever the 
legal merits of the challenge? A prelimin-
ary positive clue to the Court’s decision 
was received on 18 November 2014 when 
the Advocate General’s opinion was 
released, advising the Court that the 
Spanish challenges should be rejected on 
all counts. Hence, the most probable 
outcome would seem to be that the 
challenge will fail, and what will be most 
interesting is whether in the process (as 
many suspect) the CJEU will take the 
opportunity to assert that it has just as 
much right to review and interpret patent 
law as it had when Articles 6-8 were 
present. If so, this will send further shud-
ders down the spine of industry, given the 
CJEU’s dubious track record in areas such 
as trade mark law. The decision itself is 
expected to be handed down in spring or 
early summer 2015. 

On the more positive side, further clarity 
has emerged in 2014 as to the number 
and location of UPC local and regional 
divisions which may be created. Local 
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divisions are expected in the UK, Ger-
many, France, Italy, the Netherlands, 
Belgium, Denmark, Finland, Eire, and 
Austria. Regional divisions are expected 
to be formed by at least three groups of 
countries, namely: Sweden and the Baltic 
countries; the Czech Republic and Slo-
vakia; and Romania, Bulgaria, Greece and 
Cyprus (and possibly Slovenia). Most of 
these divisions will designate English 
among their languages (even the German 
and French local divisions according to 
latest information). Germany is still 
proposing to have four local divisions, but 
despite lobbying, the UK appears likely to 
have only one. In total, therefore, there 
might therefore be 16 or more local and 
regional divisions, with all but one or two 
operating partly or exclusively in English, 

in addition to the three parts of the cen-
tral division. Since each division will need 
at least one panel of three judges, taken 
together with the Court of Appeal, which 
will sit in panels of five, and the in-
evitable requirement for multiple panels 
in each of the three central division 
seats, this suggests the need for upwards 
of 100 legal judges, and probably at least 
as many technical judges so as to cover 
different disciplines. 

Finally, the Federation congratulates Tim 
Frain (Nokia) on his appointment to the 
expert panel advising the Preparatory 
Committee. The other representative of 
European industry is Udo Meyer 
(Germany). 

Alan Johnson, 8 December 2014 

 

European Patent Office update 
 
The Federation has engaged with the 
European Patent Office (EPO) throughout 
2014 to provide input on matters relating 
to implementing and ancillary regulations 
to the European Patent Convention (EPC) 
and to procedures of the EPO. The 
Federation represents the Confederation 
of British Industry (CBI) (as a member of 
BUSINESSEUROPE) on the Standing Advis-
ory Committee of the EPO (SACEPO) 
through which the EPO undertakes user 
consultation in the development of the 
European patent system. In addition, the 
Federation maintains ongoing working 
relationships with EPO representatives in-
cluding meetings with the President and 
Directors throughout the year. 

Procedural Developments 
The end of handwritten amendments 
2014 saw the introduction of a number of 
procedural changes at the EPO that 
generally reflect a move towards a less 
paper-based way of working. The changes 
were led by a discontinuation of the EPO 
practice of accepting handwritten 
amendments to documents replacing 
parts of a European patent application 
(OJ EPO 2014, 603). The implementing 
regulations have always required that the 
description, claims and abstract of a 
patent application (and amendments) are 
typed or printed (Rule 49(8) and Rule 
50(1) EPC), though it had been accepted 
practice to admit handwritten amend-

ments, in particular in oral proceedings. 
The new strict application of Rules 49(8) 
and 50(1) EPC came hand-in-hand with a 
promise of more support for applicants at 
oral proceedings to ensure compliance. 
Such support was to include: kiosk PCs; 
improved Wi-Fi; printing facilities; admin-
istrative support to users when typed 
amendments must be prepared; support 
for downloading, formatting A and B 
publications and for inserting amend-
ments and producing clean copies; a 
possibility to file submissions electronic-
ally including the possibility to file sub-
missions via e-mail during all oral pro-
ceedings (not only videoconference). As 
2014 progressed it became clear that the 
support was in fact limited to the 
provision of communal computers and 
printers. It has been the experience of 
Federation members that preparing typed 
amendments at oral proceedings is overly 
burdensome and can actually lead to 
mistakes. The EPO response has been to 
informally temper the requirement by en-
couraging EPO staff to continue to accept 
handwritten amendments during oral pro-
ceedings subject to filing formal typed 
amendments soon after, though even this 
is inconsistently applied by the EPO and 
applicants are currently left with the 
extra burden. The Federation continues 
to advance the concerns of applicants 
and representatives for whom this change 
has become an unacceptable hurdle in 
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addition to all other challenges to be 
expected at oral proceedings. 

Early certainty from search 
According to the EPO, the average time 
to receive an EPO search (for European 
and International applications) is 15 
months. In the spring of 2014 the EPO 
announced a new initiative, “early cer-
tainty from search”, through which the 
EPO aims to reduce the average time to 
receive a search to 6 months for all Euro-
pean first-filed applications and for inter-
national applications using the EPO as 
search authority and being filed at the 
EPO as receiving office. The initiative is 
understood to have been implemented in 
July 2014 and the EPO has acknowledged 
that it has required a change in the 
priorities of EPO examiners. Examiners 
are now being encouraged to focus on 
new searches (for applications received 
from July) leading to an inevitable back-
log of applications awaiting search just 
before implementation of the new initia-
tive. The initiative is also supplemented 
by a new procedure whereby examination 
of a European application is accelerated 
where “non-anonymous and substanti-
ated’” third party observations are re-
ceived by the EPO. Notably, non-anony-
mous includes observations by a ‘straw-
person’ and the degree of substantiation 
is merely a statement of a substantive is-
sue along with an argument and/or 
evidence. 

Attestation of the commencement of 
search and examination 
The EPO has implemented a new pro-
cedure by which the commencement of 
search and examination is now indicated 
in the patent register. When a search or 
examination is started, an indicator with 
a start date is generated and made 
available in the public part of the file. 
After publication this information is open 
to file inspection via the Patent Register. 
Before publication it is available only to 
the applicant. 

New electronic Case Management 
System 
The EPO has been trialling a new online 
file handling system, the Case Manage-
ment System (CMS), for some time, and 
2014 saw the system launched for general 
use (OJ EPO 2014, A97). The system is 
entirely web-based (requiring no special 

software installation) though is currently 
limited to the filing of European applica-
tions, entry into the European phase for 
international applications, subsequently 
filed documents (such as responses to 
examination reports) and the filing of a 
notice of opposition. CMS cannot be used 
for filing documents in respect of appeal 
proceedings. Further, patent applications 
filed using CMS cannot be initially re-
ceived at a national office, as may be 
necessary to satisfy security requirements 
(e.g. Section 22 of the UK Patents Act). 
The EPO’s increasing investment in, and 
promotion of, CMS brings into question 
the future of the existing EPO online 
filing software for which many users are 
trained and experienced. There would be 
a considerable cost for applicants and 
their formalities departments to transfer 
to new online filing software. It is cur-
rently not clear whether EPO online filing 
software is to be phased out and, if so, 
when.  

PCT direct 
From 1 November 2014 the EPO has 
offered a new facility linking first filings 
at the EPO (European patent applications) 
with subsequent PCT applications having 
the EPO as search authority. The facility, 
known as “PCT direct”, allows applicants 
filing the subsequent PCT application to 
also file submissions (amendments and/or 
arguments) in the form of a reply to the 
search opinion of the former application. 
The EPO will then take these submissions 
into account when preparing the inter-
national search report, offering a new 
opportunity to emphasise any differences 
between the former European and sub-
sequent PCT applications. On the whole, 
PCT direct is welcomed as a further op-
portunity to achieve a positive opinion in 
the international phase, though it is 
noted that the EPO has previously neg-
lected to consider differences between 
(especially the claims of) former Euro-
pean and subsequent PCT applications 
which would have led to the same result. 

Wi-Fi at EPO premises 
It has long been the experience of 
Federation members that access to Wi-Fi 
facilities at the EPO has been sporadic 
and often impossible. Even where a Wi-Fi 
connection can be established, the con-
nection is restricted and prevents com-
munication with corporate networks over 
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VPN connections and the like. With the 
new emphasis on typed amendments at 
oral proceedings the need for network ac-
cess has only increased. The Federation 
worked with the EPO during 2014 to 
request the implementation of a more ef-
fective and appropriate Wi-Fi offering for 
applicants and representatives on EPO 
premises, and from October 2014 a new 
Wi-Fi service has been provided at the 
EPO in Munich and The Hague. The new 
service involves tokens issued by the EPO 
and allows seemingly unfettered internet 
access including VPN access to corporate 
networks. 

Payments to the EPO 
From 1 April 2014 the EPO abolished the 
administrative fee for insufficient funds 
in a deposit account (as part of the re-
vision of the arrangements for deposit ac-
counts, OJ EPO 2014, A26). The abolition 
of the administrative fee means that 
deposit account holders are no longer 
able to assure payments are made to the 
EPO when there are insufficient funds in 
a deposit account. The EPO indicated 
that this change is occasioned because 
the administrative fee overlapped with 
fees for further processing, though it is 
noted that the process and provisions for 
further processing are wholly different 
and unrelated to the process and 
provisions for executing a payment per 
se. Following the abolition of the 
administrative fee it is very difficult to 
make instantaneous payments to the EPO, 
except perhaps for applicants holding a 
German bank account. Further, since it is 
not possible to readily query the exact 
balance of a deposit account in real-time, 
applicants cannot be certain of whether 
an account has adequate funds. To 
temper these concerns the EPO has 
indicated that they will, in future, accept 
new methods of payment including direct 
debiting from Euro bank accounts using 
SEPA (Single European Payment Area) and 
payment by credit card. It is noted, 
however, that payment by credit card 
will only be possible via the new case 
management system (CMS).  

Symposium on Article 123(2) EPC 
In February 2014 the EPO hosted a Sym-
posium dedicated to the EPO’s practice in 
the application of Article 123(2) EPC. The 
symposium was attended by represent-
atives of the Federation who contributed 

across a number of technical fields to 
identify inconsistencies in the EPO’s ap-
proach and to highlight particularly prob-
lematic applications of the provisions, 
especially in the field of chemistry. Ex-
amples of problems were shown to arise 
in relation to selections from lists, com-
bining from dependent claims, and delet-
ing options which might lead to a charge 
of singling out new matter. The approach 
of the EPO in some cases can drive patent 
attorneys to draft longer, and thus more 
expensive, specifications. The EPO was 
receptive to the feedback and indicated 
an interest in amending the Guidelines 
for Examination, which they subsequently 
did in the 2014 revision. Already the 2013 
revision of the Guidelines was clarified to 
emphasise that Article 123(2) EPC does 
not require literal support of the amend-
ment in the application as filed. From 
2014, further amendments were made to 
Section H of the guidelines. Section H-IV 
2.3 was amended to recite: 

When assessing the conformity of the 
amended claims to the requirements of Art. 
123(2), the focus should be placed on what 
is really disclosed to the skilled person by 
the documents as filed as directed to a 
technical audience. In particular, the exam-
iner should avoid disproportionally focusing 
on the structure of the claims as filed to the 
detriment of the subject-matter that the 
skilled person would directly and un-
ambiguously derive from the application as 
a whole. 

Section H-V 3.2.1 was amended to recite: 

These conditions should be understood as 
a help for assessing, in the particular case 
of an intermediate generalization, if the 
amendment fulfils the requirements of Art. 
123(2). In any case it has to be assured 
that the skilled person is not presented with 
information which is not directly and 
unambiguously derivable from the originally 
filed application, even when account is 
taken of matter which is implicit to a person 
skilled in the art using his common general 
knowledge. 

Section H-III 2.1 was amended to recite: 

When filing amendments, the applicant 
must identify them and indicate the basis for 
them in the application as filed. This 
requirement should be understood as an 
opportunity for the applicant to provide 
convincing arguments to the division as to 
why the amendment(s) is/are directly and 
unambiguously derivable from the ap-
plication as filed. These arguments will be 
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taken into account by the division for the 
assessment of Art. 123(2). They are par-
ticularly important for the outcome of the 
division’s assessment where literal support 
for the amendment(s) is not present in the 
application as filed. 

These amendments to the guidelines are 
seen as a positive step though it remains 
to be seen if they lead to any improve-
ment in consistency of application of 
Article 123(2) EPC by the Boards of 
Appeal. 

Changes to the Implementing Regula-
tions to the EPC 
This year saw a number of changes to the 
implementing regulations to the EPC. 

Rules 36 and 38 EPC – divisionals 
Changes to the rules relating to the filing 
of divisional applications came into force 
on 1 April 2014. The requirements for fil-
ing a divisional application are now only 
that the earlier application is pending. 
There is an additional fee for the filing of 
divisional applications of a second or sub-
sequent generation patent application 
(new Rule 38(4) EPC and Article 2(1b) of 
the rules relating to fees). 

Rule 6 EPC – reduction of fees 
Changes to the rule relating to the filing 
of translations and the reduction of fees 
came into force on 1 April 2014. The new 
Rule 6 EPC provides only for a reduction 
of the filing fee and the examination fee, 
and such a reduction is now only avail-
able to SMEs, natural persons, non-profit 
organisations, universities and public 
research organisations. The reduction 
itself in Rule 14(1) of the rules relating to 
fees is increased from 20% to 30%. 

Rule 103 EPC – reimbursement of ap-
peal fees 
Changes to the provisions for the reim-
bursement of appeal fees came into force 
on 1 April 2014. The new Rule 103 EPC 
provides for the reimbursement of 50% of 
the appeal fee when an appeal is with-
drawn after the filing of a statement of 
grounds of appeal or expiry of the four-
month period for filing that statement, 
provided that the withdrawal occurs: at 
least 4 weeks before a date of oral 
proceedings (where oral proceedings are 
scheduled); or where oral proceedings 
are not scheduled, before the expiry of 
the period set by the board for filing 

observations; or where there is no 
invitation to file observations, before the 
decision is issued.  

Rule 164 EPC – unity 
Changes to the provisions relating to 
searches for applications considered by 
the EPO to lack unity came into force on 
1 November 2014. The rule change 
affects PCT applications entering the 
European regional phase whose first ex-
amination report or supplementary search 
report was not drawn up by 1 November 
2014. Where the EPO was the search 
authority for an application, the EPO will 
invite the applicant to have additional 
inventions searched if it identifies a lack 
of unity in the supplementary search car-
ried out on regional phase entry. Where 
the EPO was not the search authority for 
an application, if the EPO notices at the 
start of examination that some of the 
claims relate to subject matter not 
searched during the international phase, 
the EPO will invite the applicant to have 
this subject matter searched. 

Proposed change to Rules 125 and 126 
EPC – notifications 
The EPO is finalising its proposal to 
change the provisions relating to notifica-
tion in Rules 125 and 126 EPC to cover 
the use of private postal services and to 
extend the “10 day rule” of Rule 126(2) 
EPC to electronic notifications. The EPO 
has also confirmed that failed electronic 
notification would not be followed by 
public notification without first attempt-
ing written notification. The timeframe 
for introduction of the change is not yet 
clear. 

Proposed change to Rule 147 EPC – 
preservation of files 
In September 2014 the EPO outlined pro-
posed changes to Rule 147 relating to the 
preservation of files. Currently, the EPO 
scans printed materials for patent ap-
plications and incorporates scanned 
copies in an electronic filing system. This 
file system is used to provide the online 
register. Under Rule 147(3) EPC docu-
ments incorporated in an electronic file 
are considered to be ‘originals’. The 
paper versions (referred to, by the EPO, 
as ‘blueprints’) are, therefore, no longer 
‘originals’ when scanned. Blueprints are 
currently retained by the EPO for the 
maximum retention period of 30 years. 
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The EPO proposes to amend Rule 147 to 
reduce the time period for retaining the 
blueprints, with a proposal to reduce this 
to 2 years. While scanned documents may 
be considered ‘originals’ under Rule 147 
EPC, the practical reality is that scanning 
is not infallible, and there can always be 

a prospect of referring to blueprints 
where scanned documents are illegible or 
corrupted. In this regard a change to a 2 
year retention period would seem to be 
far too short. 

Scott Roberts, 7 November 2014 

TRADE MARKS 

Trade marks update 
 
This update summarises the main trade 
mark judgments of the Court of Justice of 
the European Union from the last twelve 
months. Although perhaps none is radical, 
certain provide useful legal and practical 
guidance, whilst others lay the ground for 
potentially interesting national decisions.  

The judgments have been classified into 
four broad categories: (i) those relating 
to exotic marks; (ii) two decisions with 
important practical consequences for 
brand owners; (iii) two judgments which 
consider “unfair advantage taking”; and 
finally (iv) two decisions considering the 
admissibility of evidence submitted out of 
time to OHIM. 

Exotic Marks 
Technology giant Apple applied for a 
German 3D mark showing the layout of its 
retail store16. 

 

Apple had obtained an equivalent US 
mark, but the German registry rejected 
its application. Apple accordingly applied 
to the CJEU for a preliminary ruling on 
the issue. The CJEU held that a mark for 
the layout of a retail store is, in prin-
ciple, registrable, provided that it dis-
tinguishes the goods of one undertaking 
from those of another, for example 
because the depicted layout departs 
significantly from the norm or customs of 
the economic sector concerned. Such a 
                                            
16 Apple Inc v. Deutsches Patent- und 
Markenamt [2014] EUECJ C-421/13, 

mark can be registered both for the goods 
sold by the retailer and for services that 
do not form an integral part of the offer 
for sale of those goods, such as edu-
cational services, if demonstrations or 
seminars will be given in the store.  

A 3D mark was also at issue in the dispute 
between the children’s furniture manu-
facturers Stokke and Hauck, namely 
Stokke’s mark for its “Tripp Trapp” 
highchair17. 

  

In the underlying proceedings in Holland, 
the first instance court had found that 
“the attractive appearance of the chair 
gave it a substantial value and that its 
shape was determined by the very nature 
of the product – a safe, comfortable, re-
liable children’s chair”. It therefore 
found the mark invalid pursuant to Article 
3(1)(e) of the old trade marks directive18, 
which establishes that certain signs are 
not registrable as marks, including those 
which consist exclusively of any shape 
which results from the nature of the 
goods themselves or which gives sub-
stantial value to the goods. The case was 
referred to the CJEU.  
                                            
17 Hauck GmbH & Co KG v Stokke A/S [2014] 
EUECJ C-205/13 
18 Directive 89/104/EEC. Repealed by Directive 
2008/95/EC which contains an equivalent 
provision. 
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Amongst other findings, the CJEU held 
that the prohibition against signs which 
consist exclusively of a shape which 
results from the nature of the goods 
themselves was relatively broad. In 
particular, it was not limited only to 
“natural” products (said to be those 
which have no substitute) and “regu-
lated” products (or those whose shape is 
prescribed by legal standards). It could 
also cover a sign “which consists 
exclusively of a product with one or more 
essential characteristics which are in-
herent to the generic function or func-
tions of that product and which con-
sumers may be looking for in the products 
of competitors”. It will be interesting to 
see how this is applied by the Dutch 
courts, but it would seem that the Tripp 
Trapp’s essential characteristics are in-
herent to its functions of being a reliable, 
safe and comfortable children’s chair. 

The third decision relates to a colour 
mark19. DSGV, a German bank, owns a 
German contourless red colour mark in 
respect of various retail banking services, 
which it obtained in 2006, having sub-
mitted evidence to the German registry 
showing that its mark (i.e. the colour red 
for retail banking services) had a degree 
of acceptance of 67.9% in the trade 
circles concerned. It brought infringe-
ment actions against Oberbank, another 
German bank, and Santander, who 
responded with counterclaims for 
invalidity. Santander is, of course, well 
known in Spain and the UK for having a 
red logo, but is a comparatively new 
entrant to the German market. DSGV, on 
the other hand, has been operating in 
Germany since the 1960s.  

The German Federal Court referred 
various questions to the CJEU. First, 
German law required applicants for 
colour marks to show that – by the time 
of the proceedings – at least 70% of the 
relevant consumers recognised the colour 
as being the sign of the undertaking in 
question. The CJEU, siding with the 
arguments of the UK government, the 
Commission and DSGV, but against those 
of the Spanish and Polish governments, 
held that such a pre-condition for 
registration is unacceptable, even if 
                                            
19 Oberbank and others v. Deutscher 
Sparkassen- und Giroverband eV [2014] 
EUECJ C-217/13 and C-218/13 

national registries may refer to opinion 
surveys where they have had particular 
difficulty in assessing the distinctive 
character of a mark. Secondly, Article 
3(3) of the Trade Marks Directive20 allows 
Member States to exercise an option to 
allow applicants to rely on evidence of 
acquired distinctiveness obtained after 
the filing date of the mark. The UK has 
exercised this option. Germany, however, 
has not. The CJEU held that the relevant 
date for assessing acquired distinctive-
ness in such states, is therefore, the date 
of filing of the trade mark. For DSGV, this 
means acquired distinctiveness will be 
assessed as at 2002. 

Decisions with Practical Relevance to 
Brand Owners 
Martin Blomqvist v. Rolex SA21 is signifi-
cant for all brand owners threatened by 
counterfeiters. It confirms that Customs 
officials may seize any counterfeit goods 
sold to a customer in a Member State, 
even where the customer has bought the 
goods for his or her personal use and 
where the seller was not directly adver-
tising to customers based in the EU. Mr 
Blomqvist, a Danish resident, purchased a 
watch described as a Rolex from a Chi-
nese online shop. The watch was shipped 
from Hong Kong and seized by Danish Cus-
toms. Rolex demanded the destruction of 
the counterfeit watch but Mr Blomqvist 
refused to consent, claiming that he had 
purchased it legally. As Mr Blomqvist had 
bought the watch for personal use, he 
was not liable for copyright or trade mark 
infringement under local law.  

The CJEU did not agree. It held that 
where goods are sold to a resident in a 
Member State through an online sales 
website in a non-member country, the 
rights holder will enjoy the protection 
afforded under EU law to those goods at 
the point when they enter the territory of 
the Member State merely by virtue of 
their acquisition. It is not necessary, in 
addition, for the goods to have been the 
subject, prior to the sale, of an offer for 
sale or advertising targeting consumers 
based in that state.  

A second case provides a useful reminder 
of the need for trade mark owners to 
guard against their marks becoming 
                                            
20 Directive 2008/95/EC 
21 [2014] EUECJ C-98/13 
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generic22. The claimant produced and 
sold its baking mix to bakers under the 
mark “KORNSPITZ”. These bakers rarely 
made it known to consumers that the sign 
used to designate the product was a 
registered trade mark. The defendant, a 
competitor, applied to revoke it, on the 
ground that “Kornspitz” was a common 
name for the product, namely an oblong 
bread roll with points at both ends. 

Under Article 12(2)(a) of the Trade Marks 
Directive23, a mark can be revoked when 
it has become the common name for a 
product or service as a result of the acts 
or inactivity of the proprietor. The key 
issue was whose view matters – that of 
traders or the end users? The CJEU held 
that whilst the view of traders was im-
portant, the view of the end user of a 
product was decisive. Further, the court 
found that if a trade mark owner does not 
encourage sellers to make more use of 
the mark in marketing a product, this 
may be interpreted as “inactivity”. 
Finally, it is irrelevant when assessing if a 
mark has become generic, whether there 
are alternative names for the product or 
service in question.  

The CJEU noted that the concept of 
“inactivity” encompassed all activity, or 
inactivity, by which the trade mark owner 
showed that he is not sufficiently vigilant 
as regards the preservation of the dis-
tinctive character of his mark. Whilst 
each case will depend on its facts, it was 
stated that “inactivity” goes further than 
deciding not to sue for infringement. 

Unfair Advantage Taking 
Environmental Manufacturing LLP v OHIM 
and Société Elmar Wolf24 involved a 
figurative mark representing a wolf’s 
head for waste processing machines. The 
proprietor of figurative marks for “WOLF 
jardin” and “Outils WOLF” opposed the 
application. The Board of Appeal agreed 
that the mark applied for might dilute 
the unique image of the earlier marks and 
take unfair advantage of their distinctive 
character or reputation. On appeal, the 
claimant argued the other side had not 
shown sufficient proof of a change (or 
                                            
22 Backaldrin Österreich The Kornspitz 
Company v Pfahnl Backmittel GmbH [2014] 
EUECJ C-409/12 
23 Directive 2008/95/EC 
24 [2013] EUECJ C-383/12 

serious likelihood of such change) in the 
economic behaviour of the average con-
sumer of the goods protected by the 
earlier mark. The CJEU held that detri-
ment “cannot be established” without 
such proof. Even if actual detriment does 
not need to be proved, at a minimum 
“the serious risk of such detriment” must 
be demonstrated. Showing such a risk 
cannot be done on the basis of “mere 
suppositions”, but must be, in line with 
previous cases25, “founded on an analysis 
of the probabilities and by taking account 
of the normal practice in the relevant 
commercial sector as well as all other 
circumstances of the case”. The CJEU set 
aside the judgment of the General Court 
and referred the matter back to it. 

A second case focussed on an exception 
to unfair advantage taking, namely where 
the alleged infringer has “due cause” for 
its behaviour”26.  

Red Bull is the owner in the Benelux 
countries of the word and figurative mark 
“Red Bull Krating – Daeng”, registered on 
11 July 1983, for various goods including 
non-alcoholic drinks. Mr de Vries is the 
proprietor in the Benelux countries of: (i) 
the word and figurative mark “The 
Bulldog” registered on 14 July 1983; (ii) 
the word mark “The Bulldog” registered 
on 23 December 1999; and (iii) the word 
and figurative mark “The Bulldog Energy 
Drink” registered on 15 June 2000. It was 
common ground that Mr de Vries had used 
the sign “The Bulldog” in relation to 
hotel, restaurant and café goods and 
services, including the sale of drinks, 
before the Red Bull mark had acquired its 
reputation. Red Bull brought an action in 
Holland, seeking to prevent Mr de Vries 
from producing and marketing energy 
drinks labelled “The Bulldog” or other-
wise with the word “Bull”. 

Did Mr de Vries have “due cause” for his 
use of “The Bulldog”, given his earlier 
use? The CJEU held that the concept of 
“due cause” was not limited only to 
objectively overriding reasons. The refer-
ring court must take into account: (i) how 
the defendant’s sign has been accepted 
                                            
25 e.g. Citigroup and Citibank v. OHIM [2008] 
ECR II-669. 
26 Leidseplein Beheer BV and Hendrikus de 
Vries v Red Bull GmbH and Red Bull 
Nederland BV [2014] EUECJ C-65/12 



Trends and Events 2014 

23 
 

by, and what its reputation is with, the 
relevant public; (ii) the degree of 
proximity between the goods and services 
for which the sign was originally used and 
the product for which the mark with a 
reputation was registered; and (iii) the 
economic and commercial significance of 
the use for that product of the sign which 
is similar to that mark. The CJEU com-
mented that Mr de Vries’s sale of energy 
drinks might not be an attempt to take 
advantage of Red Bull but might be a 
genuine extension of his brand. 

Late Filing of Evidence 
The CJEU considered late filed evidence 
in two cases. In the first, it admitted late 
evidence of genuine use of the mark. The 
trade mark owner had filed some initial 
evidence within time, and when doing so, 
had offered to provide the further 
information which it then sought to rely 
on (out of time) following OHIM’s 

rejection of its application27. On the 
other hand, in Rintisch v OHIM28, the 
CJEU ruled that although OHIM does have 
discretion to admit late-filed evidence, in 
the circumstances, the additional evi-
dence was inadmissible. Mr Rintisch had 
filed an application of opposition on the 
basis of earlier registered rights. After 
the Board of Appeal found his initial evi-
dence was insufficient, he tried to submit 
further documents. He had, however, 
been in possession of the additional docu-
ments six months before the expiry of the 
time limit and had not explained why he 
had withheld them.  

Kate Swaine, Alice Stagg and Rebecca 
Ward, Wragge Lawrence Graham & Co 
LLP, 7 November 2014 

                                            
27 Centrotherm Systemtechnik GmbH v OHIM 
and Centrotherm Clean Solutions GmbH [2013] 
EUECJ C-609/11 
28 [2013] EUECJ C-121/12 

UK ISSUES 

The UK Intellectual Property Office 
 
The IP attachés initiative  
An important initiative by the IPO a 
couple of years ago was the appointment 
of IP attachés to support UK businesses in 
China, India, Brazil, and Singapore (for 
South East Asia). The IP attaché network 
is managed and funded by the Intellectual 
Property Office (IPO) and supported in 
country by the Foreign & Commonwealth 
Office and UK Trade & Investment (UKTI). 

In an evaluation of the IP Attaché 
Programme this year, it was confirmed 
that the IP attachés provide a focal point 
in host countries for supporting UK 
businesses with IP-related issues. They 
also promote UK government interests 
and work with local intellectual property 
right enforcement agencies. They help to 
build IPO relations with the governments 
of host countries, and to understand and 
actively engage with IP policy makers. 

The attachés help businesses navigate the 
complex IP landscape in their individual 
markets, building knowledge in the IP 
community, supporting UKTI in advising 
businesses, and helping support individual 
business cases where possible. This 
support is highly valued by business users 

and UKTI alike with 79% of business users 
rating their interactions with the attachés 
as valuable. This is particularly true as no 
similar source of centralised expertise 
was previously available. UK businesses 
are able to make decisions more 
confidently and better protect their IP 
with the attachés in place, and in many 
cases money, jobs and time have been 
undeniably saved or protected – and in 
some cases revenue is even going up. 

The main area for improvement the 
review revealed is around communicating 
the attachés’ remit. As the programme 
succeeds in many areas, stakeholders 
want more. Providing a clearer under-
standing of what the attaché network is 
and what it can and cannot do will clarify 
for service users and government col-
leagues what they can expect and what 
services must be obtained elsewhere. As 
such, key recommendations are: 

1. Communicating the exact attaché 
remit will help alleviate frustrations. 

Clearly understanding the programme 
scope and aims is key to user 
satisfaction. Knowing exactly what is 
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within the remit of the Attaché Pro-
gramme is essential as expectations 
of the programme are high and some-
times unrealistic. 

2. Feeling informed makes people value 
the programme more. 

Ensuring information is communi-
cated proactively, in a timely manner 
would make stakeholders feel even 
more positively about the programme 
(and its capabilities). Not having to 
chase the attachés for responses or 
information is highly important. Pro-
viding prepared information could 
also cut out the attaché as a ‘middle 
man’ between UKTI colleagues and 
UK businesses, in terms of providing 
commercial answers – and would 
likely save time for the attaché as 
well. 

3. A clear schedule of market IP ‘up-
dates’ would help alleviate the sense 
that the programme is reactive. 

Giving IPO colleagues a structured 
reporting style to help develop their 
knowledge, covering specific market 
and industry advances, developments 
and resolutions of issues is desired. 

Although many businesses and policy 
representatives openly acknowledge 
and appreciate receipt of newsletters 
from the Chinese attaché, proactive 
information sharing even from China 
isn’t always cutting through. Some 
feel the attachés only make contact 
if responding to particular issues 
being brought to them by IPO 
colleagues. 

4. The IPO should also consider whether 
expanding services in a single market 
or offering an additional market for 
coverage is feasible at this time, as it 
would certainly be welcome. 

A schedule of new market rollouts or 
additional hires would help service 
users anticipate changes and up-
coming support. 

5. Finally, in terms of succession plan-
ning, the IPO needs to have a plan in 
place for when the individual 
attachés move on. 

Any handover should be proactively 

addressed with service users. Bridging 
gaps, for example with dual attachés 
(current and new) in market in trans-
ition periods, and making proactive 
introductions would help address any 
potential concerns. 

Patent reform 
Patent reform is often a euphemism for a 
liberalising agenda – aimed at weakening 
IP rights, and undermining enforcement 
measures. 

In Europe policy makers have a somewhat 
schizophrenic take on IP. In their eyes, 
patents sit uneasily alongside academic, 
theoretical, unsubstantiated competition 
principles. On the one hand, EU law-
makers trumpet the introduction of the 
wonderful new unitary patent system - 
aimed at making patenting and enforce-
ment cheaper and more efficient across 
the EU. At the same time the European 
Commission frowns when you actually go 
to court and enforce your patents, seeing 
it as some kind of abusive, anti-
competitive behaviour. This is what we 
are experiencing in the telecoms sector 
right now. There are influences in 
Brussels that even regard traditional 
patent licensing as a ‘dirty business’. Yet 
again other parts of the Commission have 
projects on “valorising” IP, optimising 
value extraction from patents. 

Fortunately, in the UK the IPO recognises 
the value of IP and licensing and has been 
involved in some excellent research work 
to understand the contribution IP licens-
ing makes to the UK economy. We would 
urge the IPO to carry this pro-IP, pro-
innovation message to Brussels. In 
Europe, as we contemplate patent reform 
for the 21st century, we still have an 
uphill struggle to promote the value of IP, 
patents and licensing - vital components 
of the innovation and growth agenda. 

Transitional provisions for the repeal of 
section 52 of the CDPA 
The repeal of section 52 of the Copyright 
Designs and Patents Act 1988 will remove 
a permitted act in law which reduces the 
term of copyright protection for artistic 
works that have been industrially manu-
factured. The Government ran a consulta-
tion from 15 September to 27 October 
2014 to hear views on when to implement 
the repeal of section 52 of the Copyright, 
Designs and Patents Act (CDPA) 1988. This 
consultation gathered evidence on the 
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potential impact of the government’s 
proposal to implement the repeal on 6 
April 2018. 

In our policy paper PP10/14, we indicated 
that the potential impact on UK Industry 
of the repeal of section 52 CDPA remains 
to be seen. The IP Federation commends 
the IPO on launching this consultation at 
this stage, and urges that any further pro-
posed changes in this area are subject to 
a consultation process involving users of 
the IP system. It is crucially important for 
businesses (large and small) to be made 
aware of the proposed transitional pro-
visions in good time in advance of the 
new law coming into effect (through tar-
geted IP awareness workshops and educa-
tion campaigns, for example), and for the 
subject provisions to be sufficiently clear 
so that users can understand the effect of 
the proposed legislative changes and 
operate competitively with sufficient cer-
tainty in a complex business landscape of 
IP rights. 

Proposal to amend the marking 
provisions for registered designs 
The IP Federation continues participation 
in the PPWG (the Patent Practice Working 
Group) and Marks & Designs Forum (MDF), 
and has been involved in extensive dis-
cussions on the bringing into force of the 
Intellectual Property Act 2014. On 1 
October 2014 section 15 of the Act came 
into force to introduce a new measure as 
to how proprietors could mark patented 
products. Section 15 of the Intellectual 
Property Act 2014 amends section 62(1) 
of the Patents Act 1977 to provide for the 
marking of products with a relevant inter-
net link. The internet link references a 

posting on the internet where details of 
the relevant patents are listed. The inter-
net link must be accessible to the public 
free of charge and must clearly associate 
the product with the relevant patent 
numbers. 

As we indicate in our policy paper 
PP11/14, the IP Federation welcomes the 
changes introduced by section 15 of the 
Intellectual Property Act 2014 on the 
marking of patented products and would 
like these new measures extended to 
registered designs. 

Extending the new marking provisions 
introduced by section 15 of the Intellect-
ual Property Act 2014 to registered 
designs would benefit all those working in 
the design industry. Indeed, until the vir-
tual marking provisions recently brought 
in for patents are extended to registered 
designs, the accepted benefits of virtual 
patent marking cannot be realised by IP 
owners and third parties because manu-
facturers will still need to mark their 
products with respect to registered de-
signs, and third parties will need to look 
for information in separate places. The 
economic benefits of virtual marking will 
not be realised until the burden of phys-
ical marking is completely removed. Fur-
thermore it would be extremely benefi-
cial if proprietors could refer to a single 
internet link which lists details of all the 
relevant registered rights, patents and/or 
registered designs, pertaining to a partic-
ular product. A further advantage is that 
the introduction of these provisions would 
also simplify marking across territories. 

David England, 5 December 2014 

 

Future shape of education and training for the IP profession 
 
At the end of 2013, the Intellectual 
Property Regulation Board (IPReg) put 
together draft Competency Frameworks 
for patents and trade marks for consider-
ation and comment by the relevant 
professions in the UK, and launched a for-
mal consultation on simplifying and mod-
ernising the examination system for 
qualifying as a UK patent attorney.  

Comment on IPReg draft Competency 
Frameworks – Patents and Trade Marks 
The draft Competency Frameworks were 

published by the IPReg to encourage their 
use by the IP profession, with a view to 
providing a framework for training and 
development within the UK profession. So 
far, there has been no formal consulta-
tion on Competency Frameworks, nor 
have any plans been put forward by IPReg 
to make these draft Competency Frame-
works (as published) compulsory.  

In response (see policy paper PP05/14 – 
19 May 2014), the IP Federation strongly 
supports IPReg’s move to provide a clear 
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statement of skills and competency re-
quirements for the training and quali-
fication, and continued development, of 
patent and trade mark attorneys within 
the UK profession. Drawing from a unique 
in-house business IP perspective, the IP 
Federation recommends broadly having 
six core competency areas: – (a) technical 
skills, (b) building relationships, (c) 
trusted independent adviser, (d) people 
and team skills, (e) project management, 
and (f) personal skills.  

IPReg Formal Consultation – Examina-
tion System for Qualification as a UK 
Patent Attorney 
Launched in November 2013 for response 
in March 2014, this IPReg consultation 
was for simplifying and modernising the 
examination system for qualifying as a UK 
patent attorney.  

The consultation proposed to remove 
stand-alone Foundation level examina-
tions in favour of accredited Foundation 
courses as the only route into the pro-
fession and to withdraw P3 (Drafting) and 
P4 (Amendment) UK examinations, re-
quiring instead that candidates pass the 
European Qualifying Examination (EQE) 
drafting and amendment papers or the 
EQE as a whole before entry on to the 
register.  

The IP Federation response (policy paper 
PP03/14 – 17 March 2014) makes clear 
that the proposal to abandon the Founda-
tion level examinations is misguided. The 
IP Federation objects to the proposal to 
abolish papers P3 and P4. Implementation 
of either of these proposals, in our view, 
may have a serious impact on diversity 
within the UK patent attorney profession; 
and in the case of the proposed abolition 

of P3 and P4, we have a specific concern 
that IPReg would be removing crucial 
elements of its ability to fulfil its own 
regulatory objectives. The IP Federation 
response encourages IPReg to withdraw 
these proposals, and instead review the 
qualification system within the UK in a 
holistic manner, defining the purposes of 
the UK qualification to enable potential 
future changes to be made that are 
consistent with the needs of the public, 
the needs of the profession, and indeed 
IPReg’s own objectives as defined by the 
Legal Services Board. 

In our response, we further urge IPReg to 
reconsider the proposed minimum time 
service before qualification and the pro-
posed STEM degree requirement.  

Outcome of the Consultation 
At the time of writing, IPReg has not yet 
published its response to stakeholders’ 
submissions. This is eagerly awaited. 

Conclusion 
Following the launch of the consultation, 
the IP Federation has worked actively 
with IPReg and CIPA to raise awareness in 
this area (via webinar), so as to encour-
age the wider much-needed debate on 
education and training within the pro-
fession. Ultimately, our common aspira-
tion is to establish a new blueprint for 
qualification as a patent attorney which 
is truly fit for purpose for business and 
for future generations to come. With this 
in mind, our policy paper (PP03/14) has 
been submitted and widely disseminated, 
and it is hoped that all the issues iden-
tified by us will be taken into account 
and addressed by IPReg.  

Dr Bobby Mukherjee, 14 November 2014 
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The IP Federation was founded in 1920 as the Trade Marks, Patents and 
Designs Federation (TMPDF) in order to coordinate the views of industry and 
commerce in the United Kingdom, and to make representations to the ap-
propriate authorities on policy and practice in intellectual property (IP) 
matters.

Aims
The IP Federation’s aim is to bring about improvements in the protection afforded by intellectual 
property rights throughout the world, to the advantage of inventors, manufacturers and consumers 
alike. Today the Federation has forty-one IP-intensive members operating in a wide range of sectors 
and product groups, among which are many of the largest companies in the UK, as well as smaller 
companies. [For a list of full members see back cover.]

Most if not all industrial and commercial firms use or are affected by intellectual property rights, even 
if they are not particularly concerned with innovation protected by patents and designs. Nearly all 
firms own trade marks and copyright material. All are affected by competition law and the rights of 
others. The work of the Federation is therefore of value to everyone. While many firms leave day to 
day matters concerning the acquisition, defence and enforcement of rights to professional attorneys, 
it is still important to take a direct interest in the policy background, to ensure that proper rights are 
available, can be secured in a straightforward and efficient way and can be litigated without un-
necessary complexity and expense.

Activities
The IP Federation initiates proposals and follows all developments at national, European and inter-
national levels across all fields of intellectual property. The Federation has a close relationship with 
the Confederation of British Industry (CBI) and provides professional input on intellectual property 
matters to the CBI, as well as representing it in certain meetings of BUSINESSEUROPE, the Confed-
eration of European Business, concerning intellectual property. The IP Federation is also an invited 
observer at diplomatic conferences and meetings of standing committees of the World Intellectual 
Property Organisation (WIPO).

Contacts
The IP Federation maintains good contacts with the UK Intellectual Property Office (IPO), and mem-
bers of its council and committees participate in several focus groups and practice working groups 
which provide expert opinion to the UK Government and its agencies on intellectual property mat-
ters. It also has good contacts with the European Patent Office (EPO) and is represented on bodies 
which advise the EPO.

It is represented on the Intellectual Property Court Users’ Committee (IPCUC), the UK user commit-
tee of the Patents Court, and is on the IPO’s list of consultees in relation to references to the Court 
of Justice of the European Union (CJEU).

The IP Federation also maintains contacts with parliamentarians both in Westminster and in the Euro-
pean Parliament. In the UK, it has close contacts with the Chartered Institute of Patent Attorneys 
(CIPA), the Institute of Trade Mark Attorneys (ITMA) and the Intellectual Property Institute (IPI); it is 
a member of IPAN (the IP Awareness Network). Internationally, the IP Federation exchanges views 
and maintains good contacts with similar IP user organisations in other countries.

Membership
The IP Federation has a council, which agrees Federation policy, a governance committee, and a 
number of technical committees, to which detailed consideration of issues may be delegated. Most 
members pay a fee that entitles them to a seat on council, as well as any or all of the committees. 
Some members pay a lower fee that allows them to join any or all of the committees. All members 
may vote at the AGM at which (inter alia) the president of the Federation, any vice-presidents, and 
the governance committee are elected. If you would like to join the Federation, please contact the 
Secretariat at the address which follows.

Company Details
Registered Office: Fifth Floor, 63-66 Hatton Garden, London, EC1N 8LE, UK.
Telephone +44 20 7242 3923. Facsimile +44 20 7242 3924. Email: admin@ipfederation.com
Website: www.ipfederation.com Limited by guarantee. Registered in England no. 166772
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The IP Federation represents the views of UK industry in both IPR policy and practice matters 
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companies listed below. The CBI, although not a member, is represented on the Federation Council, 
and the Council is supported by a number of leading law firms which attend its meetings as ob-
servers. It is listed on the joint Transparency Register of the European Parliament and the Com-
mission with identity No. 83549331760-12.
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